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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Avaya Inc.

Granted to Date
of previous ex-
tension

07/05/2014

Address 211 MOUNT AIRY ROAD
Basking Ridge, NJ 07920-2311
UNITED STATES

Attorney informa-
tion

Joseph R. Englander
SHUTTS & BOWEN LLP
200 E. Broward Boulevard Suite 2100
Fort Lauderdale, FL 33301
UNITED STATES
jenglander@shutts.com, ptomail@shutts.com Phone:954-524-5505

Applicant Information

Application No 86150687 Publication date 05/06/2014

Opposition Filing
Date

07/07/2014 Opposition Peri-
od Ends

07/05/2014

Applicants LANG, DYLAN
2690 ROUTE 112
MEDFORD, NY 11763
UNITED STATES

LANG, KEVIN
2690 Route 112
Medford, NY 11763
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Computer application software for mobile
devices, namely, software for automated delivery of customized messages, customized greetings or
outgoing messages, and for having more control over incoming communications from a mobile
device

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

http://estta.uspto.gov


U.S. Registration
No.

2696985 Application Date 05/22/2000

Registration Date 03/18/2003 Foreign Priority
Date

NONE

Word Mark AVAYA

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Communications hardware and software toenable e-business processes,
namely, software for connecting computer networks and users and software to
allow users toperform electronic business transactions via a global computer
network in the field of e-business and virtual enterprises; computer hardware
and software for the integration of text, audio, graphics,still images and moving
pictures for converging existing capabilities of voice,data, video and wireless
communicationsnetworks for use by those providing professional services and
for use by consultants to businesses, ISP's, ASP's and server providers; com-
munications software,namely, software for managing networks,directory ser-
vices, policy services, priority enabling, load balancing, security, network ser-
vices, automated workflow,call center operations, communication middleware
and market places, and applications delivering multimedia messaging, software
development tools, telecommunications hardware, namely, switching apparatus,
voice processors for voice and multimedia mail and messaging, closures, cross
connects and interconnects; communications systems, namely, communications
networks composed of servers, work stations comprising computer monitors,
computerkeyboards, computer peripherals, and central processing units and
network operating systems and communications links, namely, personal com-
puters, telephones, wireless communication devices, namely, personal digital
assistants, mobile telephones, wireless network interface cards,and wireless loc-
al area networks; communications software providing intra and inter enterprise
communication functionality such as call processing, voice mail,e-mail, fax,
scheduling and personal productivity tools across a global enterprise communic-
ation network; electronic key telephone systems comprising control units, tele-
phone sets, feature cartridges, telephone connecting cords, lines and apparatus
therefore; computer software for use in monitoring, controlling, and managing
telephone call centers; computerinformation storage and retrieval systems com-
prised of optical disk storage, with high capacity, computer hardware and gener-
al purpose database management software; network management computer
software used for managing storage area networks; LAN, WAN, MAN and VPN
switching and routing products, namely, software and computer hardware that
provide switching and routing for high speed networking; [fiber optic products,
namely, switches and multiplexors; patch cords and patch panels; telephone
cable systems comprising distribution frames, cables, connectors, cable racks
and ducts for use with central office switching transmission apparatus; electrical
wire for use in the telecommunications industry; telecommunications adapters;
telecommunications plugs, jacks, and connecting blocks; signal repeaters, re-



shapers and reformers for use in a telecommunications system; modems; ] elec-
trical protection devices for telecommunications equipment, namely, power sup-
plies, surge protectors and uninterruptible power supplies; [ telecommunications
brackets, clips and clamps to house and support cable and telecommunications
equipment ]
Class 035. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Business management and consultation; management consultation in the field
of customer, supplier, partner and employee relationship management for the
benefit of others
Class 037. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Installation and maintenance of computer hardware; Installation of computer net-
works; maintenance and repair of computer networks
Class 042. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Installation and maintenance of computer software; monitoring of computer sys-
tems; Technical support services, namely, troubleshooting of computer hard-
ware andsoftware problems

U.S. Registration
No.

2697002 Application Date 06/16/2000

Registration Date 03/18/2003 Foreign Priority
Date

NONE

Word Mark AVAYA

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Communications hardware and software toenable e-business processes,
namely, software for connecting computer networks and users and software to
allow users toperform electronic business transactions via a global computer
network in the field of e-business and virtual enterprises; computer hardware
and software for the integration of text, audio, graphics,still images and moving
pictures for converging existing capabilities of voice,data, video and wireless
communicationsnetworks for use by those providing professional services and
for use by consultants to businesses, ISP's, ASP's and server providers; com-
munications software,namely, software for managing networks,directory ser-
vices, policy services, priority enabling, load balancing, security, network ser-
vices, automated workflow,call center operations, communication middleware
and market places, and applications delivering multimedia messaging, software
development tools, telecommunications hardware, namely, switching apparatus,
voice processors for voice and multimedia mail and messaging, closures, cross
connects and interconnects; communications systems, namely, communications
networks composed of servers, work stations comprising computer monitors,
computerkeyboards, computer peripherals, and central processing units and
network operating systems and communications links, namely, personal com-
puters, telephones, wireless communication devices, namely, personal digital



assistants, mobile telephones, wireless network interface cards,and wireless loc-
al area networks; communications software providing intra and inter enterprise
communication functionality such as call processing, voice mail,e-mail, fax,
scheduling and personal productivity tools across a global enterprise communic-
ation network; electronic key telephone systems comprising control units, tele-
phone sets, feature cartridges, telephone connecting cords, lines and apparatus
therefore; computer software for use in monitoring, controlling, and managing
telephone call centers; computerinformation storage and retrieval systems com-
prised of optical disk storage, with high capacity, computer hardware and gener-
al purpose database management software; network management computer
software used for managing storage area networks; LAN, WAN, MAN and VPN
switching and routing products, namely, software and computer hardware that
provide switching and routing for high speed networking; [fiber optic products,
namely, switches and multiplexors; patch cords and patch panels; telephone
cable systems comprising distribution frames, cables, connectors, cable racks
and ducts for use with central office switching transmission apparatus; electrical
wire for use in the telecommunications industry; telecommunications adapters;
telecommunications plugs, jacks, and connecting blocks; signal repeaters, re-
shapers and reformers for use in a telecommunications system; modems; ] elec-
trical protection devices for telecommunications equipment, namely, power sup-
plies, surge protectors and uninterruptible power supplies; [ telecommunications
brackets, clips and clamps to house and support cable and telecommunications
equipment ]
Class 035. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Business management and consultation; management consultation in the field
of customer, supplier, partner and employee relationship management for the
benefit of others
Class 037. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Installation and maintenance of computer hardware; Installation of computer net-
works; maintenance and repair of computer networks
Class 042. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Installation and maintenance of computer software; monitoring of computer sys-
tems; technical support services, namely, troubleshooting of computer hardware
andsoftware problems

U.S. Registration
No.

3871137 Application Date 03/20/2009

Registration Date 11/02/2010 Foreign Priority
Date

NONE

Word Mark AVAYA AURA

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2009/05/04 First Use In Commerce: 2009/05/04
computer software platform for providing users with uniform access to commu-



nication applications; software for creating, delivering, deploying, integrating
andmanaging service, applications and features; software for managing, orches-
trating and sequencing sessions, calls or interactions between users, devices or
applications; software for managing, deploying, configuring and initializing real
time and non real time multimedia communications software; software for man-
aging profiles of users, determining specific access to applications and capabilit-
ies, security and control; software for collecting, aggregating and delivering mul-
timodal, multimedia presence and contextualinformation from multiple sources;
software which provides unified communication capabilities, voice, video data,
conferencing, messaging, collaboration; software for consolidating the number
of physical servers required within a corporatenetwork, and delivering applica-
tions ina virtualized manner

U.S. Registration
No.

3012163 Application Date 02/05/2004

Registration Date 11/01/2005 Foreign Priority
Date

NONE

Word Mark AUTHENTIC AVAYA

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2004/04/01 First Use In Commerce: 2004/10/01
Refurbished telecommunications products, namely, telephones; telephone line
modules comprising sensors and recorders for the analysis of telephone line op-
erations; digital voice terminals; telephone station modules comprising routers
and software for managing multiple telephone lines; computer software featuring
information on telephone feature and servicesoptions; telephone network con-
trollers,cabinets, carriers, processors and circuit cards; communications sys-
tems; communications servers and gateways; computerinformation storage and
retrieval systems; telephony systems, messaging systems, voice mail systems,
voice messaging systems, electronic mail systems, automated attendant sys-
tems, interactive voice response systems, database access and processing sys-
tems, video and multimedia systems, and fax processing systems, all of the
above systems being comprised of computers, computer circuit boards, mo-
dems, audio interface, video interface, andconversion boards and circuits, digit-
alsignal processing boards, telephone anddata network switches, communica-
tions boards, logic boards, network interface boards, telephone and data trans-
mission interface boards and circuits, voice and video analysis and response
processors, power supplies, and user interface circuits; computer software for
use in voice mail, voice messaging, electronic mail, automated attendant, inter-
active voice response, call processing, word processing, fax processing, video
and multimedia applications, and programming tools and utilities; and, instruc-
tional manuals distributed with all of the foregoing goods

U.S. Registration
No.

3411046 Application Date 02/07/2006



Registration Date 04/08/2008 Foreign Priority
Date

NONE

Word Mark AVAYA ONE-X

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2006/03/06 First Use In Commerce: 2006/03/06
software platform for providing communication devices with uniform access to
communication applications; software for integrating communication devices
with communication applications; software for performing application integration;
client software for providing interface between and integration of communication
devices to communication applications

U.S. Registration
No.

3411047 Application Date 02/07/2006

Registration Date 04/08/2008 Foreign Priority
Date

NONE

Word Mark AVAYA ONE-X

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2006/03/06 First Use In Commerce: 2006/03/06
software platform for providing communication devices with uniform access to
communication applications; software for integrating communication devices
with communication applications; software for performing application integration;
client software for providing interface between and integration of communication
devices to communication applications

U.S. Registration
No.

3918215 Application Date 04/15/2010

Registration Date 02/08/2011 Foreign Priority
Date

NONE

Word Mark AVAYA FLARE



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2010/09/15 First Use In Commerce: 2010/09/15
business desktop communication interface and collaboration software applica-
tionthat manages multiple interactions and channels of communications in any
media,including voice, video, instant messaging, email and social media, and in-
tegrates with enterprise and social media contacts, email accounts, instant mes-
saging sessions, voice, video and data conferencing applications

U.S. Registration
No.

4379438 Application Date 12/05/2012

Registration Date 08/06/2013 Foreign Priority
Date

NONE

Word Mark AVAYA EVOLUTIONS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2006/03/31 First Use In Commerce: 2012/09/04
Arranging and conducting special eventsfor commercial, promotional or advert-
ising purposes; Arranging and conducting special events for business purposes;
Organizing, promoting and conducting exhibitions and tradeshows for business
purposes

U.S. Registration
No.

4372647 Application Date 02/18/2013

Registration Date 07/23/2013 Foreign Priority
Date

NONE

Word Mark AVAYA



Design Mark

Description of
Mark

NONE

Goods/Services Class 039. First use: First Use: 2000/06/27 First Use In Commerce: 2000/10/01
Transport of goods

U.S. Registration
No.

4294788 Application Date 03/27/2012

Registration Date 02/26/2013 Foreign Priority
Date

03/02/2012

Word Mark AVAYALIVE

Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 2012/03/26 First Use In Commerce: 2012/03/26
Providing communication and collaboration solutions in the field of enterprise
communications, namely, teleconferencing, video conferencing, and virtual web
conferencing services, via a website

U.S. Registration
No.

3507805 Application Date 02/08/2008

Registration Date 09/30/2008 Foreign Priority
Date

NONE

Word Mark AVAYA



Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2000/10/31 First Use In Commerce: 2000/10/31
Clothing, namely, T-shirts, sweat shirts, sport shirts, jackets, vests, and caps

U.S. Registration
No.

3945373 Application Date 11/05/2009

Registration Date 04/12/2011 Foreign Priority
Date

NONE

Word Mark AVAYA CONNECT

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/10/14 First Use In Commerce: 2009/10/14
Business management and consultation; Administration of a partnership pro-
gram for enabling participants to obtain discounts on goods and receive im-
proved services; Administration of a partnership program for enabling parti-
cipants to provide improved services through discounts ongoods and services;
Customer loyalty services for commercial, promotional and/or advertising pur-
poses; Providing information on marketing, sales, promotional, incentive award
and loyalty programs forindividuals and businesses

U.S. Registration
No.

3945374 Application Date 11/05/2009

Registration Date 04/12/2011 Foreign Priority
Date

NONE

Word Mark AVAYA CONNECT



Design Mark

Description of
Mark

The mark consists of a rectangle with the word "AVAYA" above a horizontal line
and the word "CONNECT" below the line.

Goods/Services Class 035. First use: First Use: 2009/10/14 First Use In Commerce: 2009/10/14
Business management and consultation; Administration of a partnership pro-
gram for enabling participants to obtain discounts on goods and receive im-
proved services; Administration of a partnership program for enabling parti-
cipants to provide improved services through discounts ongoods and services;
Customer loyalty services for commercial, promotional and/or advertising pur-
poses; Providing information on marketing, sales, promotional, incentive award
and loyalty programs forindividuals and businesses
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /joseph r. englander/

Name Joseph R. Englander

Date 07/07/2014
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TRADEMARK 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application Serial No.: 86/150,687 

For the mark:  AVVAY 

Filed:  December 23, 2013 

Published: May 6, 2014 

 

      ) 

      ) 

AVAYA INC. ,   ) Opposition No.: _________________ 

      ) 

  Opposer,   ) 

      )  Serial No.: 86/150,687 

 v.     ) 

      )  Mark:  AVVAY 

      ) 

 DYLAN LANG    ) 

 KEVIN LANG,   ) 

      ) 

  Applicant.   ) 

__________________________________ ) 

 

 

NOTICE OF OPPOSITION 

 

 Avaya Inc., a Delaware corporation, located and doing business at 211 Mount Airy Road, 

Basking Ridge, New Jersey 07920, (“Opposer” or “Avaya”) believes that it will be damaged by 

registration of AVVAY shown in U.S. intent-to-use Trademark Application Serial No. 

86/150,687 (the “AVVAY Mark”) for goods in International Class 009, filed December 23, 2013 

(“Application”) by Kevin Lang and Dylan Lang, Individuals, with a listed address of 2690 Route 

112, Medford, New York 11763 (“Applicant”), and hereby opposes the same.   

 As grounds for its opposition, with knowledge concerning its own acts, and on 

information and belief as to all other matters, Opposer alleges as follows: 
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1. Avaya is a leading glo

communications solutions, prov

contact center, networking and re

2. Avaya adopted and has 

technology goods and services i

common law rights, Avaya owns

incorporating the term AVAYA

without limitation those listed in 

Table 1 

MARK REGI

NU

AVAYA 

 

Reg

 Reg

2 

THE AVAYA MARK 

global provider of next-generation business co

oviding unified communications, real-time vide

 related services to companies of all sizes around t

s used the mark AVAYA to identify its telecom

s in the United States and around the world.  I

ns several valid nationally and internationally fam

A (collectively referred to as the “AVAYA M
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GISTRATION 
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AVAYA AURA Reg. 3871137 Nov. 2, 2010 

Class 9:  Computer software 

platform for providing users with 

uniform access to 

communication applications. 

���������	�
���	 Reg. 3012163 Nov. 1, 2005 

Class 9: Refurbished 

telecommunications products, 

namely, telephones; telephone 

line modules comprising sensors 

and recorders for the analysis of 

telephone line operations. 

�
���	���
�	 Reg. 3411046 April 8, 2008 

Class 9: Software platform for 

providing communication 

devices with uniform access to 

communication applications. 

 
Reg. 3411047 April 8, 2008 

Class 9: Software platform for 

providing communication 

devices with uniform access to 

communication applications. 

AVAYA FLARE Reg. 3918215 Feb. 8, 2011 

Class 9:  business desktop 

communication interface and 

collaboration software 

application that manages 

multiple interactions and 

channels of communications in 

any media. 

AVAYA EVOLUTIONS Reg. 4379438 August 6, 2013 

Class 35:   Arranging and 

conducting special events for 

commercial, promotional or 

advertising purposes; Arranging 

and conducting special events for 

business purposes; Organizing, 

promoting and conducting 

exhibitions and tradeshows for 

business purposes. 

AVAYA Reg. 4372647 July 23, 2013 Class 39:  Transport of Goods 

AVAYALIVE Reg. 4294788 February 26, 2013 

Class 38:  Providing 

communication and 

collaboration solutions in the 

field of enterprise 

communications, namely, 

teleconferencing, video 

conferencing, and virtual web 

conferencing services, via a 

website. 

AVAYA Reg. 3507805 Sept. 30, 2008 Class 25:  Clothing, namely, T-

shirts, sweat shirts, sport shirts, 
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AVAYA jackets, vests, and caps. 

AVAYA CONNECT Reg. 3945373 April 12, 2011 
Class 35: Business management 

and consultation. 

 
Reg. 3945374 April 12, 2011 

Class 35: Business management 

and consultation. 

 

3. The above identified registrations are valid and in full force and effect.  Copies of the 

registration certificates and print-outs from the United States Patent and Trademark Office online 

database are annexed as Exhibit A. 

4. Since at least 2000, long before the filing date of the Application, Opposer has been, and 

still is, engaged in the worldwide use of the AVAYA Marks, in various forms in connection with 

such goods and services.  Opposer’s AVAYA Marks are valid, subsisting, unexpired and 

enforceable; as such they constitute prima facie evidence of the validity of the registered marks 

and of the registrations thereof, and of Opposer’s ownership of the marks shown therein.  

Opposer’s AVAYA Marks also constitute notice to Applicant of Opposer’s claim of ownership 

of the marks shown therein as provided in Section 7(b), 22 and 33(a) of the Trademark Act. 

5. The AVAYA Marks have been continuously used and promoted among members of the 

general consuming public for many years.  Due to its widespread and longstanding use of the 

AVAYA Marks, Avaya’s promotion and advertising of its goods and services associated with the 

AVAYA Marks, Avaya’s receipt of numerous awards and honors for its technology innovations, 

and the substantial press coverage it has received, the AVAYA Marks have become famous.  As 

a result Opposer has built up, at great expense and effort, valuable goodwill in the AVAYA 

Marks.   
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APPLICANT AND THE PENDING APPLICATION 

6. Applicant seeks to register the AVVAY Mark in connection with “computer application 

software for mobile devices, namely, software for automated delivery of customized messages, 

customized greetings or outgoing messages, and for having more control over incoming 

communications from a mobile device” in International Class 009 (“Applicant’s Services”).  

Applicant filed claiming intent-to-use the AVVAY Mark in commerce.  The Application was 

filed on December 23, 2013 and published in the Official Gazette on May 6, 2014.  Opposer filed 

for and obtained the necessary extension of time in which to oppose the Application following its 

publication. 

7. On information and belief, Applicant selected the AVVAY Mark with knowledge of the 

AVAYA Marks and with intent to trade on the goodwill of the AVAYA Marks.  

8. Opposer has priority over Applicant.  Opposer’s AVAYA Marks have been in use in the 

U.S. and internationally for over fourteen (14) years, while, upon information and belief, 

Applicant has not alleged any use in interstate commerce of the AVVAY Mark.   

FIRST GROUND FOR OPPOSITION 

LIKELIHOOD OF CONFUSION 

 

9. Opposer incorporates by reference paragraphs 1 through 8, inclusive, as if fully set forth 

herein. 

10. Applicant’s Mark and the AVAYA Marks are substantially similar in terms of their 

overall commercial impression so that confusion as to the source of the goods and services 

offered under the respective marks is likely to result.  

11. Applicant’s Mark is similar in appearance and sound to Opposer’s AVAYA Marks.  



6 
FTLDOCS 6566723 5  

12. Applicant’s AVVAY Mark uses the same letters as Opposer’s Mark.   

13. Applicant’s AVVAY Mark starts with the same two (2) letters as Opposer’s AVAYA 

Mark.   

14. In addition to the foregoing, Applicant’s AVVAY Mark has the exact same number of 

letters as Opposer’s AVAYA Mark.   

15. On information and belief, Applicant’s AVVAY Mark is pronounced ah-VAY and 

Opposer’s AVAYA Mark is pronounced ah-VAH-YAH. 

16. As evidenced below, Applicant has merely added a second letter “V” and removed the 

letter “A” from the end of the word AVAYA to create a new word that has an obvious 

association with the AVAYA Marks.   

AVAYA AVVAY 
 

17. Applicant’s Services described in the Application are the same, similar, or 

complementary and related to the goods and services marketed by Opposer under its AVAYA 

Marks.   

18. Applicant’s goods and the type of goods consumers would expect to be offered by or 

authorized and licensed by Opposer.  

19. Consumer’s encountering the AVVAY Mark, particularly in connection with Applicant’s 

Services, are likely to associate the mark with Opposer. 

20. Opposer will be damaged by the registration of the AVVAY Mark because the mark so 

resembles the AVAYA Marks as to be likely to cause confusion, mistake, or deception in the 

minds of consumers as to the origin, source and/or sponsorship of Applicant’s goods and 
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services or the affiliation between Applicant and Opposer in violation of 15 U.S.C. §§1052(d), 

1114(1), 1125(a), particularly in view of the closely related nature of the goods and services 

offered by the parties.   

21. If Applicant were allowed to register its AVVAY Mark in connection with the goods set 

forth in the Application, it may disparage or falsely suggest a connection with Opposer in 

violation of 15 U.S.C. §1052(a). 

22. Opposer has no control over the nature and quality of the goods offered by Applicant 

under the AVVAY Mark and Opposer’s reputation and goodwill will be damaged and the value 

of the AVAYA Marks jeopardized.  Any objection complained of in connection with Applicant’s 

services marketed under the AVVAY Mark would likely reflect negatively upon, tarnish and 

seriously injure the reputation that Opposer has established for its goods and services.  This 

confusion will likely result in loss of revenues to Opposer and damage to its reputation and 

goodwill. 

23. For the foregoing reasons, Applicant’s AVVAY Mark is thus unregistrable under 15 

U.S.C. §§1502, 1114 and 1125 and should be refused registration. 

SECOND GROUND FOR OPPOSITION 

DILUTION OF A FAMOUS MARK 

 

24. Opposer incorporates by reference paragraphs 1 through 22, inclusive, as if fully set forth 

herein. 

25. Given Opposer’s considerable reputation, registration of the AVVAY Mark is likely to 

cause dilution of the distinctiveness of Opposer’s AVAYA Marks by eroding consumers’ 

exclusive identification of Opposer’s AVAYA Marks with Opposer, and otherwise lessening the 
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capacity of Opposer AVAYA Marks to identify and distinguish the goods and services of 

Opposer in violation of Section 43 (C)(1) of the Lanham Act, 15 U.S.C. §1125 (c). 

26. The AVAYA Marks are highly distinctive as an identifier of the source of the AVAYA 

goods and services and have been in widespread and exclusive use by Opposer in the United 

States and internationally for over fourteen (14) years. 

27. Opposer owns all registered marks incorporating the term “AVAYA.”   

28. On information and belief, there are no other marks close to Opposer’s AVAYA Marks 

currently on the Principal Trademark Register, for goods and/or services related to Opposer’s 

goods and/or services, which entitles Opposer’s AVAYA Marks to a broad scope of protection. 

29. Opposer has broadly promoted and advertised its goods and services offered under the 

AVAYA Marks and has enjoyed extensive media attention over many years. 

30. As a result of Opposer’s strong and loyal consumer base, the AVAYA Marks are widely 

recognized by the general consuming public as a designation of source of the goods and services 

offered under the AVAYA Marks. 

31.  Consequently, Opposer’s AVAYA Marks are famous and became famous well before 

Applicant filed its application for the AVVAY Mark.  

32.  Use by Applicant of the AVVAY Mark is likely to cause dilution based on a number of 

relevant factors, including without limitation: 

(a) Applicant’s AVVAY Mark is highly similar to Opposer’s AVAYA Marks. 

(b) Opposer’s AVAYA Marks are inherently distinctive and have acquired 

distinctiveness prior to Applicant’s filing; 
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(c) Opposer has substantially and exclusively used the AVAYA Marks in connection 

with Opposer’s goods and services; 

(d) Due to Opposer’s extensive use and promotion, Opposer’s AVAYA Marks are 

widely recognized by the general consuming public and have been so long prior to Applicant’s 

filing date; and  

(e) On information and belief, by using Applicant’s AVVAY Mark, Applicant 

intends to create an association with Opposer’s famous AVAYA Marks. 

33. For the foregoing reasons, Applicant’s AVVAY Mark is thus unregistrable under 15 

U.S.C. §§1052 and 1125 and should be refused registration. 

34. For the reasons stated above, Opposer would be damaged by the registration of the mark 

shown in the Application, in that, inter alia, such registration would give Applicant a right to use 

the AVVAY Mark despite the likelihood of confusion, mistake or deception and dilution 

described above.  

 WHEREFORE, Opposer prays that U.S. Trademark Application Serial No. 86/150,687 

be rejected and stricken, that no registration be issued thereon to Applicant, and that this 

opposition be sustained in favor of Opposer. 

RESPECTFULLY SUBMITTED this 7
th

 day of July, 2014. 

       Respectfully submitted, 

/joseph r. englander/    

       Joseph R. Englander 

       SHUTTS & BOWEN LLP 

       200 E. Broward Boulevard, Suite 2100 

       Fort Lauderdale, Florida 33301 

       Phone:  (954) 524-5505 

       Fax:  (954) 524-5506 

       jenglander@shutts.com 

       Attorney for Opposer 
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CERTIFICATE OF SERVICE 

 

 I hereby certify that I served a copy of the foregoing NOTICE OF OPPOSITION upon 

the Applicant’s Attorney of Record by depositing one copy thereof in the United States Mail, 

first-class postage prepaid, on July 7
th

 , 2014, addressed as follows: 

 

Sara M. Dorchak 

Stewart J. Bellus 

COLLARD & ROE, P.C. 

1077 Northern Boulevard 

Roslyn, New York 11576-1614 

 

     

       By: / josesph r. englander/   

                Joseph R. Englander 

 

 

 


































